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Trademark Trial and Appeal Board
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Sherry H Flax of Saul Ew ng LLP for GVAC Mort gage
Cor por ati on.

Douglas M Lee, Trademark Exam ning Attorney, Law Ofice
108 (Andrew Law ence, Managi ng Attorney).

Bef ore Bucher, Drost, and Kuhl ke, Adm nistrative Tradenark
Judges.

Qpi nion by Drost, Admnistrative Trademark Judge:

On Cctober 16, 2003, GVAC Mortgage Corporation
(applicant) applied to register the mark EQU TY REWARDS, in
standard character form on the Principal Register for
"credit card services” in Cass 36. The application is
based on applicant’s allegation of its bona fide intention
to use the mark in conmerce. Applicant has disclainmed the

term“Equity.”
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The examining attorney! refused to register applicant’s
mark on the ground that the mark would be nerely
descriptive under Section 2(e)(1) of the Trademark Act, 15
US C 8§ 1052(e)(1), if it were used with applicant’s
services. The exam ning attorney naintains that
applicant’s mark is nmerely descriptive because: “the
proposed mark EQUI TY REWARDS nerely describes a feature of
applicant’s credit card services, nanely, a credit card
featuring a rewards programlinked to the cardhol der’s hone
nortgage loan. In particular, the cardhol der can earn
‘“points’ for using the card which in turn can be used to
pay down his nortgage bal ance by applying the ‘points’
directly to the nortgage principal (the outstanding bal ance
of the nortgage) which increases the cardholder’s equity in
his honme.” Brief at unnunbered p. 3.

Applicant, in turn, argues that the mark has a variety
of meani ngs, the mark does not inmedi ately describe its
services, and there are third-party registrations in which
the term “rewards” has not been discl ai ned.

After the exam ning attorney made the refusal final,

appl i cant appeal ed to this board.

! The present examining attorney was not the original exam ning
attorney in the case.
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Qur principal reviewing court in In re MBNA Anerica

Bank N. A., 340 F.3d 1328, 67 USPQ2d 1778, 1780 (Fed. Gr
2003) discussed the issue of when a mark is nerely
descripti ve.

A mark is nerely descriptive if it imediately
conveys information concerning a quality or
characteristic of the product or service. [Inre
Nett Designs, 236 F.3d 1297, 1341, 57 USPQ2d 1564
(Fed. GCir. 1999)]. The perception of the rel evant
pur chasi ng public sets the standard for determ ning
descriptiveness. 1d. Thus, a mark is nerely
descriptive if the ultimate consuners inmedi ately
associate it with a quality or characteristic of the
product or service. On the other hand, “if a mark
requires imgi nation, thought, and perception to
arrive at the qualities or characteristics of the
goods [or services], then the mark is suggestive.”

| d.

It is inportant that we view the mark that is alleged
to be descriptive in the context of the goods or services

in the identification in the application. 1In re Abcor

Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 218 (CCPA

1978) (“Appellant’s abstract test is deficient — not only
i n denying consideration of evidence of the advertising
materials directed to its goods, but in failing to require
consideration of its mark ‘when applied to the goods’ as
required by statute”).

In this case, applicant’s services are identified as
“credit card services.” The press release concerning

applicant’s credit card describes the card as foll ows:
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GVAC Mortgage Equity Rewards MasterCard, Hel ps
Car dhol ders Pay Down Fast er

GVAC Mort gage announced the GVAC Mortgage Equity
Rewar ds MasterCard(SM, a no-annual-fee Platinum Pl us
credit card, issued by MBNA Anerica Bank, N A, that
hel ps cardhol ders pay down their nortgage bal ance with
GVAC Mortgage by applying Equity Rewards directly to
nort gage princi pal.

Car dhol ders earn one point for every dollar in net
retail purchases charged to the card. Each tine a
cardhol der accunul ates 2,500, $25 is credited
automatically to the cardhol der's nortgage principa
w th GVAC nortgage.

The website Cardweb. com descri bes applicant’s card as
fol | ows:
The second rewards credit card linked [to] a hone
nort gage was introduced this week by GVAC Mortgage and
MBNA Aneri ca Bank... The new GVAC/ MBNA card hel ps
cardhol ders pay down their nortgage bal ance with GVAC
Mort gage by applying the “equity rewards” directly to
t he nortgage principal
“Equity” is defined as “the residual value of a
busi ness or property beyond any nortgage thereon and

liability therein.”?

By reducing the “nortgage bal ance,” a
property owner is increasing the owner’s equity in the

property. Therefore, the term“Equity” exactly describes a
credit card that reduces the nortgage’ s val ue and increases

a cardholder’s equity in real property.

2 W take judicial notice of the definitions in the exam ning
attorney’'s brief. University of Notre Dane du Lac v. J.C

Gour net Food Inports Co., 213 USPQ 594, 596 (TTAB 1982), aff'd,
703 F.2d 1372, 217 USPQ 505 (Fed. Gir. 1983).




Ser. No. 76551540

The next question is whether the term*“rewards” is
nmerely descriptive of credit card services. The exam ning
attorney maintains that the word “*rewards’ by itself is
comonly used in the credit card industry to refer to a
benefit in which cardhol ders obtain cash, travel
mer chandi se, and/or other types of privileges through use
of the credit card.” Brief at unnunbered p. 4. The
evi dence supports the exam ning attorney’s position. Even
the MBNA website, which is a partner wwth applicant, lists
a category as “Choose Your Rewards — Explore a world of
i mrense val ue, convenience, and choice with the only
rewards programthat |ets you choose the rewards that are
right for you.”

Under the heading “Earn Val uabl e Points w th Shopping
Rewards — Do the math with shopping reward credit cards.
For every dollar you spend, you accunul ate points that
multiply into future purchases,” sone of the follow ng
cards are |listed (enphasis added):

Wor | dPoi nts (SM

Explore a world of imense val ue, conveni ence, and

choice with the only rewards programthat |lets you

choose the rewards that are right for you — including
cash, travel, great nerchandise, and gift

certificates.

Bass Pro Shops® Qut door Rewards
Earn 1% rewards for all of your everyday purchases...

Amtrak Quest Rewar ds®
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Earn points toward FREE Antrak® travel, hotel stays,
rental car rewards, airline mles and retail gift
certificates...

Furthernore, the site has separate categories under
“Select a Card” entitled “Shoppi ng Rewards” and “Travel
Rewar ds. ”

The Cardweb.com site begins with a box that asks:

Looking for a particular type of card? dick on any

of the card types |listed below to view CardWb. coni s®

mont hly card surveys.

Cick Here For Qur Featured Cards

Low Rate (ranked by APR)

Low i nto/ Pronoti onal Rate

No Annual - Fee

Prem um (gold, platinum etc.)

Rewar ds (gas, travel, cash-back, etc.)

The site then asks “Are you | ooking for a card that
of fers rewards?”

The site then goes to a page entitled “Reward Cards
Survey” and |ists nunmerous cards by category. One of the
categories is “Reward Type” and the various rewards are
listed as “cash back,” “other,” “airline” and “travel.”

The BankOne site under credit cards has a category
entitled “Choose rewards — Every purchase you nmake gets you
closer to a dream vacation, cool nerchandi se or quick
cash.”

The Visa website has a webpage that lists the benefits

of its credit cards. Sone of these benefits are identified
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as: Zero Liability, Lost/Stolen Card Reporting, Roadside
D spatch, and Rewards Program

The exam ning attorney al so included NEXIS printouts
that show the term“reward(s)” used in association with
credit cards.

[ T] here are advantages such as gai ning reward points

with their credit card conpani es.

Omha World Herald, March 30, 2004.

We're tal king, of course, about credit cards. Reward

credit cards, specifically — those plastic passes that

offer a plethora of perks, prizes and privil eges.

Wchita Eagle, March 28, 2004.

| pay ny bills by credit card because of the

conveni ence and rewards...

Pl ai n Deal er, March 15, 2004.

MONEY: Are “reward” credit cards actually worth it?
Time, March 15, 2004.

The evidence shows that the term “rewards” used in
association with credit card services that provide a
benefit to cardholders for using the credit card woul d be
described as a “reward” card. Therefore, the term
“rewards” is nerely descriptive of a credit card that has a
“rewards prograni associated with it.

We al so note that the exam ning attorney has submtted
several registrations that involve credit card services
t hat have disclained the term*“rewards.” See, e.g.

Regi stration No. 2,478,020 ( SMARTRAK REWARDS for credit

card services offering travel incentives, “Rewards”
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di sclai med); No. 2,600,459 (PRI ME REWARDS for credit card
services featuring a rewards programin which points are
accurnul ated and redeenmabl e for purchases of, or discounts
on, various goods or services; “Rewards” disclained); No.
2,616, 952 (CHASE TRAVEL REWARDS for credit card services
i nvol ving the awardi ng of points for discounts on travel
rel ated services; “Travel Rewards” disclained); No.
2,578,245 (USAA CASH REWARDS for credit card services;
“Cash Rewards” disclained), and No. 2,788,641 (MYPO NTS
REWARDS for credit card services; “rewards” disclained).
Appl i cant has responded to this evidence by submtting
several registrations that show credit card services where
the term “Rewards” has not been disclainmed. See, e.g.,
Regi stration No. 2,411,912 (DEBIT REWARDS for debit and
credit card services; “Debit” disclainmed); No. 2,099, 787
(MEMBERSHI P REWARDS for charge card services); and No.
2,025,900 (CHECK CARD REWARDS for debit card and credit
card services; “Check Card” disclainmed).® The exam ning
attorney’s and applicant’s registrations do not clearly

show whet her the term“rewards” is descriptive for credit

3 Applicant also refers to a cancelled registration for EQU TY
REWARDS and star design for nortgage banki ng and nortgage | ending
services. First, the services in the cancelled registrations are
different. Second, “a cancel ed registration does not provide
constructive notice of anything.” Action Tenporary Services Inc.

v. Labor Force Inc., 870 F.2d 1563, 10 USPQ2d 1307, 1309 ( Fed.
Cr. 1989).
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card services. However, we point out that even “if sone
prior registrations had sonme characteristics simlar to
[applicant’s mark], the PTO s all owance of such prior

regi strations does not bind the Board or this court.” In

re Nett Designs Inc., 236 F.3d 1339, 57 USPQRd 1564, 1566

(Fed. Cr. 2001). dearly, the path to overcomng a
descriptiveness refusal is not sinply a matter of finding a
few regi strations where a termhas not been disclainmed and
arguing for a simlar result. Here, the evidence submtted
by the exam ning attorney denonstrates that, at |east nore
recently, the term “Rewards” has cone to describe credit
card that have a programto reward people for using the
card. The fact that the Ofice did not require a
disclaimer of the term*“rewards” in several registrations
the Ofice issued in 1996, 1997, and 1998 does not precl ude
the Ofice fromforever finding the termdescriptive based
on new evi dence in 2004.

Applicant al so argues that the exam ning attorney
“attenpts to create a new standard for descriptiveness —
one on which the appraiser of the mark is already aware of
the nature of the services and then concludes that it was
described by the mark all along.” Reply Brief at 3.
Appl i cant apparently relies on the fact that there are al so

credit cards that are associated with the equity in real
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estate. See, e.g., Chicago Sun-Tines, Novenber 14, 2003
(“Bank of America is testing a rewards that will allow
custoners who use a credit card to tap their hone equity to
earn points that can be used for cookware, restaurant

meal s, golf clubs and other products”). As we noted
earlier, we nmust consider the mark in the context in which
it is used. This is not a new standard for descriptiveness
but the traditional Abcor approach.

Simlarly, that applicant can take the dictionary
definitions of the individual words in the term and
come up with a neaning that nmakes no sense in
connection wth the services recited in the
application does not mandate a different conclusion on
the issue of nmere descriptiveness. As stated above,
the determ nation of descriptiveness is nmade in the
context of the identified services, and the neani ng of
“ETHNI C ACCENTS” in connection with applicant's
services is clearly that of honme furnishings or
decorations relating to various ethnicities.

In re Ethnic Hone Lifestyles Corp., 70 USPQ2d 1156, 1159

(TTAB 2003). See also In re Tine Solutions Inc., 33 USPQRd

1156, 1158 (TTAB 1994).

When consuners encounter applicant's mark, YOUR HEALTH
| NSURANCE MANAGER, used in the context of applicant's
advertising, which describes applicant's goods as "new
PC software to nanage your nedical records and health

i nsurance" and lists the various tasks perfornmed by
the software prograns, as recited above, we have no
doubt that the mark will imediately convey to them
information concerning a significant feature or
function of applicant's prograns, nanely, that they
manage, i.e., handle with skill, personal health

i nsurance matters.

10
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The mark nmust be viewed in the context of the goods or
services in order to evaluate properly the question of
descriptiveness. For exanple, the term*“hot” can describe
food that is extrenely warmor food that is spicy. Wthout
considering the context, it would not be clear whether and
why the term*“hot” is descriptive of a food product. For
credit cards, without |ooking at the context, it would not
be clear whether the term“car” used in association with a
rewards program described a card that provided rental car
rewards or assisted a future car buyer in obtaining points
that could be applied as part of a down paynent.

Finally, we nust consider the mark EQU TY REWARDS as a
whole. We nust also view the mark in association with
applicant’s credit card services. Applicant’s credit card
services involve a reward programthat involves paying a
credit cardhol der’s nortgage principal that increases the
cardhol der’s equity. This fact would be clear to any
prospective purchaser reading the press rel ease for
applicant’s credit card. The term EQU TY REWARDS woul d
i mredi ately describe the fact that applicant’s credit card
services has a reward programthat benefits a cardhol der’s
equity. Therefore, the mark is nerely descriptive of

applicant’s services.

11
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Decision: The refusal to register under Section

2(e)(1) of the Trademark Act is affirned.

12



